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DETAILED ACTION 

1. This action is responsive to the following communication: an RCE filed on 8/19/04. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1, 4, and 7 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 
The following is a quotation of the first paragraph of 35 U.S.C. 1 12: The specification does not 
provide an adequate written description of the newly added limitations "end command" as 
recited in claims 1, 4 ? and 7; therefore, it does not enable one skilled in the art to make, use 
and/or practice the invention. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 



4. Claims 8-30 are rejected under 35 U.S.C. 102(e) as being anticipated by Kurachi (U.S. 
6181436). 
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Regarding claim 8, Kurachi discloses an information processing apparatus as a client 
(client 1 and 2, fig. 6) that communicates with a server apparatus (printer server 8 5 fig 6) , which 
manages a print order, and a printer via a network (printer 3, fig. 6), comprising: 

• sending means (sending device incorporated within client computer, fig, 3) for sending job 
information (sending print job information, col. 3, lines 45-56 and col. 9, lines 45-52), which 
does not include print data, to the server apparatus so that the server apparatus manages (printer 
server 8 for managing plurality of print jobs transmit from the clients, fig. 12, cols. 3-4 and cols. 
1 1-12) a print order according to the job information; 

• image storage means (RAM, fig. 2 A, col. 11, lines 60-67 to col. 12, lines 1-15) for storing 
print data of a print job corresponding to the job information after sending means send the job 
information; 

• selection means (selection device such as keyboard, col. 8, lines 63-67) for causing a user to 
select a spool function of said image storage means or a spool function of the server apparatus 
(spool function of the printer server, col. 1, lines 18-30), which is adapted to store the print data 
of the print job to be executed according to the print data request to the server apparatus; 

• determination means (client computer, fig. 6) for determining whether the spool function (both 
client and printer server have spool functions, col 1, lines 10-30 and col. 10, lines 40-67) of said 
image storage means is selected or the spool function of the server apparatus is selected by said 
selection means; 

• control means (CPU 10, fig. 2a) for, if it is determined by said determination means to use the 
spool function of the server apparatus, transmitting (transmits via network 4, fig. 6) the print data 
to the server apparatus (client transmits print data to printer server 8 via network 4, fig. 6), 
whereas if it is determined by said determination means to use the spool function (col. 1, lines 
10-30) of said image storage means, controlling said image storage means to store the print data 
and controlling said sending means to send the job information (job information as shown in fig. 

5); 

• receiving means (receiving device, fig. 3) for receiving transmission permission information 
from the server apparatus indicating that the print data may be transmitted to the printer (the 
client requests print job information from the print server, in reply, the print server transmits the 
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management information of the print job managed by the print server to the client, col. 2, lines 
10-50 and col. 3, lines 1-15); and 

• transmission means (print server generates a list of print management information indicating 
print job information that can be transmitted to a selected printer, col. 3, lines 5-15 and col 5, 
lines 10-50) for transmitting the print data to the printer when said receiving means receives the 
transmission permission information from the server apparatus. 

Regarding claim 9, Kurachi further discloses the information processing apparatus 
according to claim 8, further comprising notification means (notifying via network 4, fig. 6) for 
notifying the server apparatus of the selected spool function. 

Regarding claim 10, Kurachi further discloses the information processing apparatus 
according to claim 8, wherein said selection means the user to make a selection by displaying 
(display monitor, fig. 5, col. 3, lines 24-38) a screen image of a use interface. 

Regarding claims 11-13: Claims 11-13 are the methods corresponding the apparatus and 
recite limitations that are similar and in the same scope of invention as to those in claims 8-10 
therefore, claims 11-13 are rejected for the same rejection rationale/basis as described in claims 
8-10 above. 

Claim 14 corresponds to claim 8 except computer readable memory medium for storing 
program is claimed rather that printing system or data output apparatus. All computers/printers 
have some type of computer readable memory medium (RAM, fig. 2A, Kurachi) for storing 
computer programs, hence claim 14 would be rejected using the same rationale as in claim 8, 

Regarding claim 15, Kurachi discloses an information processing apparatus as a client 
(client 1 and 2, fig. 6) that communicates with a server apparatus (printer server 8, fig. 6), which 
manages a print order, and a printer (printer 3, fig. 6) via a network, comprising: 
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(1) image storage means (RAM, fig. 2A, col. 11, lines 60-67 to col. 12, lines 1-15) for storing 
print data of a print job to be executed according to a print request; 

(2) . determination means (CPU of printer server, fig. 6) for determining to user one of spool 
function of said image storage means or a spool function of the server apparatus based on a 
condition of said image storage means (spool function of printer server, col. 1, lines 18-30 and 
col. 10, lines 40-67), the spool function being adapted to store the print data of the print job to be 
executed according to the print data request to the server apparatus; 

(3) control means (printer server, fig. 6) for, if it is determined from said selection means to use 
the spool function of the server apparatus, transmitting (client transmits print data to printer 
server 8 via network 4, fig. 6) the print data to the server apparatus, whereas if it is determined 
by from said selection means to use the spool function (col. 1, lines 10-30) of said image storage 
means, controlling said image storage means to store the print data; 

(4) receiving means (receiving device, fig. 3) for receiving transmission permission information 
(the client requests print job information from the print server, in reply, the print server transmits 
the management information of the print job managed by the print server to the client, col. 2, 
lines 10-50 and col. 3, lines 1-15 ) from the server apparatus indicating that the print data may be 
transmitted to the printer; and 

(5) transmission means (print server generates a list of print management information indicating 
print job information that can be transmitted to a selected printer, col. 3, lines 5-15 and col. 5, 
lines 10-50) for transmitting the print data to the printer when said receiving means receives the 
transmission permission information from the server apparatus. 

Regarding claim 16, Kurachi further discloses the information processing apparatus 
according to claim 15, further comprising notification means for notifying (notifying via network 
4, fig. 6) the server apparatus of the determined spool function. 

Regarding claim 17, Kurachi further discloses the information processing apparatus 
according to claim 15, wherein said determination means make a determination according to 
whether or not a remaining capacity of said image storage means is equal or less than a 
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predetermined amount of capacity (a capacity of the rough image storing device is smaller than a 
capacity of the output image data storing device, col. 26, lines 46-50). 

Regarding claims 18-20: Claims 18-20 are the methods corresponding the apparatus and 
recite limitations that are similar and in the same scope of invention as to those in claims 15-17 
therefore, claims 1 8-20 are rejected for the same rejection rationale/basis as described in claims 
15-17 above. 

Claim 21 corresponds to claim 15 except computer readable memory medium for storing 
program is claimed rather that printing system or data output apparatus. All computers/printers 
have some type of computer readable memory medium (RAM, fig. 2A, Kurachi) for storing 
computer programs, hence claim 21 would be rejected using the same rationale as in claim 15. 

Regarding claim 22, Kurachi discloses an information processing apparatus as a client 
(client, fig. 6) that communicates with a server apparatus (printer server, fig. 6), which manages 
a print order and has a spool unit for storing a print job and intermediate data of the print job 
(col. 1, lines 18-30 and col. 10, lines 40-67), and a printer (printer, fig. 6) via a network, 
comprising: 

(1) image storage means (RAM, fig. 2 A) for storing the print job and the intermediate data of a 
print job to be executed according to a print request; 

(2) list acquisition means (printer server generates a list of print job, fig. 5) for acquiring a list of 
print jobs managed by the server apparatus; 

(3) job designation means (displays preview of rough images represent print job information, fig. 
5, col. 11, lines 5-13) for designating a print job to be previewed based on the list of print jobs 
acquired by said list acquisition means; 

(4) determination means (print managing device, fig. 3) for determining whether the intermediate 
data of the print job designated by said job designation means is stored in said image storage 
means or in the server apparatus (print server generates a list of print management information 
indicating print job information that can be transmitted to a selected printer, col. 3, lines 5-15 and 
col 5, lines 10-50); 
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(5) intermediate data acquisition means (the client requests print job information from the print 
server, in reply, the print server transmits the management information of the print job managed 
by the print server to the client, col. 2, lines 10-50 and col. 3, lines 1-15) for, if it is determined 
by said determination means that the intermediate data of the print job designated by said job 
designation means is stored in said image storage means, reading the intermediate data from said 
image storage means (displays print job management information, fig. 5), whereas if it is 
determined by said determination means that the intermediate data is stored in the server 
apparatus, downloading the image from the server apparatus (print servers sends the list of rough 
images represent the print job to the client, fig. 5); and 

(6) control means for displaying a preview image based on the image data acquired by said 
image acquisition means (In each of the client apparatuses, the list in which the management 
information of the plurality of print jobs and the plurality of the rough images corresponding to 
the print job is displayed. When the user views the lists, the user can easily identify the print 
jobs by rough images, and select the print jobs easily and correctly, col 3, lines 24-37 and fig. 5). 

Regarding claim 23, Kurachi further discloses the information processing apparatus 
according to claim 22, wherein said job designation means causes a user to make a designation 
by displaying a screen image of a user interface (fig. 5). 

Regarding claim 24, Kurachi further discloses the information processing apparatus 
according to claim 22, wherein the image data is an EMF file comprising intermediate data 
(converting device for converting the print data into picture data, such as bitmap data, col. 9, 
lines 38-46). 

Regarding claim 25, Kurachi further discloses the information processing apparatus 
according to claim 24, wherein said control means displays the preview image (rough images 
preview, fig. 5) by controlling a displaying function of an Operating System (application 
program, col. 7, lines 58-63) to execute the acquired EMF file. 
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Regarding claims 26-30: Claims 26-30 are the methods corresponding the apparatus and recite 
limitations that are similar and in the same scope of invention as to those in claims 22-25 
therefore, claims 26-30 are rejected for the same rejection rationale/basis as described in claims 
22-25 above. 

Claim 30 corresponds to claim 22 except computer readable memory medium for storing 
program is claimed rather that printing system or data output apparatus. All computers/printers 
have some type of computer readable memory medium (RAM, fig. 2A, Kurachi) for storing 
computer programs, hence claim 30 would be rejected using the same rationale as in claim 22. 

Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kurachi (U.S. 
6181436), and in view of Okada et al (U.S. 5822499). 

Regarding claim 1, Kurachi discloses a server apparatus (printer server 8, fig. 6) 
adapted to communicate with at least one client (client 1 and 2, fig. 6), each client including an 
image storage unit (RAM, fig. 2 A) for storing print data of a print job, and a printer (printer 3, 
fig. 6) via a network (network 4, fig. 6), comprising: 

• image storage means (RAM, fig. 2B, col. 1 1, lines 60-67 to col. 12, lines 1-15) for storing print 
data of the print job to be executed according to a print request from a client; 

• order management means (print job managing device, fig. 3, col. 2, lines 10-5O and col. 11, 
lines 60-67 to col. 12, lines 1-15) for managing print order of the print job to be executed 
according to the print request from the client; 
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• transmission means (print job sending device, fig. 6) for transmitting transmission permission 
information (the client requests print job information from the print server, in reply, the print 
server transmits the management information of the print job managed by the print server to the 
client, col. 2, lines 10-50 and col. 3, lines 1-15) to the client based on the print order managed by 
said order manage means, the transmission permission information indicating (print server 
generates a list of print management information indicating print job information that can be 
transmitted to a selected printer, col. 3, lines 5-15 and col. 5, lines 10-50) that the print data may 
be transmitted to the printer. 

However, Kurachi does not expressly disclose a determination means for determining 
whether an "end command" in response to the transmission permission information is received 
from the client within the predetermined time; and control means for transmitting the print data 
of the print job of the print order from said storage means to the printer when said determination 
means determines that the "end command" is not received. 

Okada, in the same field of endeavor for printing system (fig. 2), teaches determination 
means (CPU 205, fig. 2 for determining/analyzing job end command) for determining whether 
an end command (job end command, fig. 9-1 1 and fig. 18, col. 5, lines 12-45) in response to the 
transmission permission information is received from the client within the predetermined time; 
and control means (host computer, fig. 2) for transmitting (via communication bus 211, fig. 2) 
the print data of the print job of the print order from said storage means to the printer when said 
determination means determines that the end command is not received (continue to transmit the 
print job data to the printer unless the job end command is detected/received, fig. 9-1 1 and fig. 
18, cols. 5, lines 10-45). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to modify Kurachi as per teachings of Okada because of a following reason: (1) to 
operate a printing system efficiently by incorporating an "end command" at the end of the print 
job; (2) to communicate between printers and clients effectively when an "end command" is 
utilized/implemented; by doing so, it allows the printing system to notify users/operators when 
the print job is completed/finished. 

Therefore, it would have been obvious to combine Kurachi with Okada to obtain the 
invention as specified in claim 1 . . 
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Regarding claim 2, Kurachi further discloses the server apparatus according to claim 1, if 
the print data of the print job to be executed by the print request form the client cannot be stored 
in said image storage means (it is known in the art that if the storage means of the printer server 
is full, then additional print data can not be stored; however, fig. 12 shows a method for manage 
storage capacity by removing some old print data (Delete Button 7, fig. 12) to allocate/free-up 
memory space) causing said order management means to manage the print order of the print job 
without storing the print data (the client can directly transmits the print data to the printer 3 
without having to store print data in the printer server, fig. 6) of the print job in said image 
storage means. 

Regarding claim 3, Kurachi further discloses the server apparatus according to claim 1, 
further comprising history storage means (print job list, fig. 12) for with each print job outputted 
by the printer, storing information indicative (print job information, col. 2, lines 44-50) of a 
client that requested the print job and a device that transmitted print data to the printer. 

Regarding claims 4-6: Claims 4-6 are the methods corresponding the apparatus and recite 
limitations that are similar and in the same scope of invention as to those in claims 1-3 therefore, 
claims 4-6 are rejected for the same rejection rationale/basis as described in claims 1-3 above. 

Claim 7 corresponds to claim 1 except computer readable memory medium for storing 
program is claimed rather that printing system or data output apparatus. All computers/printers 
have some type of computer readable memory medium (RAM, fig. 2A, Kurachi) for storing 
computer programs, hence claim 7 would be rejected using the same rationale as in claim 1 . 

Response to Arguments 

7. Applicants arguments filed 8/19/04 along with RCE have been fully considered but they 
are not persuasive. 
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Regarding independent claims 1, 8, 15, and 22, an applicant argued the cited prior art 
(Kurachi) does not teach a client apparatus including a storage device for storing the generated 
print data. Fig. 2A shows a layout structure of a client apparatus as shown in fig. 1 that includes 
RAM and ROM (col. 7, lines 25-64) storage device for storing the generated print data. 



disclosure. The following patents/publications are relevant to applicant's disclosure invention. 
• U.S. 6633400 to Sasaki et al, teaches a networked print system including printer server and 
client apparatus, and each having a spool function. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thierry L Pham whose telephone number is (703) 305-1897: The 
examiner can normally be reached on M-F (9:30 AM - 6:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K Moore can be reached on (703)308-7452. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
Thierry L. Pham 



Conclusion 



8. 



The prior art made of record and not relied upon is considered pertinent to applicant's 




GABRIEL GARCIA* 
PRIMARY EXAMINER 



